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1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 6-12 and 14-18, drawn to an image-forming system comprising a first prism 
member having a first entrance surface, a first reflecting surface, a second 
reflecting surface and a first prism exit surface and a second prism member having 
a second prism entrance surface, a third reflecting surface, a fourth reflecting 
surface and a first exit surface with particular prism members details (Bsp), 
classified in class 359, subclass 834. 

II. Claims 19 and 20, drawn to a camera having an image-forming system comprising 
a first prism member having a first entrance surface, a first reflecting surface, a 
second reflecting surface and a first prism exit surface, a second prism member 
having a second prism entrance surface, a third reflecting surface, a fourth 
reflecting surface and a first exit surface, an image-erecting optical system and an 
ocular optical system (ABbr), classified in class 396, subclass 79. 

m. Claims 21 and 23, drawn to an electronic camera having an image-forming system 
comprising a first prism member having a first entrance surface, a first reflecting 
surface, a second reflecting surface and a first prism exit surface, a second prism 
member having a second prism entrance surface, a third reflecting surface, a fourth 

feflectingWifa^ 

medium and an image display device (CBbr), classified in class 396, subclass 172. 
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IV. Claim 22, drawn to a camera having an image-forming system comprising a first 
prism member having a first entrance surface, a first reflecting surface, a second 
reflecting surface and a first prism exit surface, a second prism member having a 
second prism entrance surface, a third reflecting surface, a fourth reflecting surface 
and a first exit surface, an objective optical system and a finder optical system 
(DBbr), classified in class 396, subclass 84. 

V. Claim 24, drawn to an endoscope system comprising an observation system having 
an image-forming system comprising a first prism member having a first entrance 
surface, a first reflecting surface, a second reflecting surface and a first prism exit 
surface, a second prism member having a second prism entrance surface, a third 
reflecting surface, a fourth reflecting surface and a first exit surface, and an 
illumination system (EBbr), classified in class 600, subclass 160. 

2. Claim 25 link(s) inventions I-V. The restriction requirement between the linked inventions 
is subject to the nonallowance of the linking claim(s), claim 25. Upon the allowance of the linking 
claim(s), the restriction requirement as to the linked inventions shall be withdrawn and any 
claim(s) depending from or otherwise including all the limitations of the allowable linking claim(s) 
will be entitled to examination in the instant application. Applicant(s) are advised that if any such 

claims 

presented in a continuation or divisional application, the claims of the continuation or divisional 
application may be subject to provisional statutory and/or nonstatutory double patenting 
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rejections over the claims of the instant application. Where a restriction requirement is 
withdrawn, the provisions of 35 U.S.C. 121 are no longer applicable. See In re Ziegler, 44 F.2d 
1211, 1215, 170 USPQ 129, 131-32 (CCPA 1971). See also MPEP § 804.01. 
3. The inventions are distinct, each from the other because: 

Inventions II-V and I are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because of the 
omission of the particular prism members details as evidenced claims 19, 21, 22 and/or 24. The 
subcombination has separate utility such as an image-forming optical system without an image- 
erecting optical system, an ocular system, an image pickup device, a recording medium, an image 
display device, an objective system, a finder system or illumination system. 

Inventions II-V are related as subcombinations disclosed as usable together in a single 
combination or are patentably distinct each from the other as noted by their separate details. The 
subcombinations are distinct from each other if they are shown to be separately usable. In the 
instant case, each of the inventions II-V have separate utility such as an optical apparatus with the 

-separate detailsof theother~invention(s):-For-example r the optical-apparatus-of-group-II-hasa 

separate utility as an optical apparatus without the image pickup device, recording medium or 
image display device of group III, the objective system or finder system of group IV, or the 
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illumination system of group V, and the optical apparatus of group m has a separate utility as an 
optical apparatus without the image-erecting optical system or ocular system of group II, the 
objective system or finder system of group IV, or the illumination system of group V, and ...etc. 
See MPEP§ 806.05(d). 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and/or have acquired a separate 
status in the art because of their recognized divergent subject matter, restriction for examination 
purposes as indicated is proper. 

5 . This application contains claims directed to the following patentably distinct species of the 
claimed invention: 

A) . The species depicted by Fig. 5; 

B) . The species depicted by Fig. 6; 

C) . The species depicted by Fig. 7; and 

D) .The species depicted by Fig. 8. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claim 25 is generic. 

"A^licWravi^dthat a^ 

species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
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including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

6. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to R.D. Shafer whose telephone number is (703) 308-4813. 



RDS 



December 27, 2002 




